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DETAILED ACTION 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
05/05/06 has been entered. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-6, 8-14, 17, 19, and 20 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

5. The phrase "direct and physical control" in independent claims 1 , 9, and 17 is a 
relative term which renders the claim indefinite. The phrase is not defined by the claim, 
the specification does not provide a standard for ascertaining the requisite degree, and 
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one of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. The concept of "direct and physical control" is subjective and vague as to 
what would constitute such a situation, and the claim language does not limit this broad 
concept with any specific requirements. As the claims do not define the conditions for a 
user to have direct and physical control or a wireless device, the claims are unclear as 
to exactly what Applicant intends to claim as the invention. 

Claim Rejections - 35 USC § 102 

6. Claims 1-6, 8-14, and 17, 19, and 20 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Kobayashi (U.S. Pat. No. 6,633,759). 

7. Regarding claims 1, 9, and 17, Kobayashi disclosed a method comprising 
submitting information about an interface client along a first wireless communication 
path to a user-driven wireless device in proximity of the interface client, wherein the 
wireless device is in direct and physical control of a user (see column 9, lines 40-45; 
column 13, lines 7-17); receiving content along a second wireless communication path 
from a remote source and conveying the content via the wireless device to the interface 
client along the first wireless communication path (see column 5, lines 3-14; column 13, 
line 62 through column 14, line 6; column 2, lines 37-39; column 4, lines 30-31); and 
displaying the content on a display of the interface client (see column 2, lines 39-40; 
column 4, line 32; column 13, lines 14-17; column 14, lines 9-11). Kobayashi disclosed 
a system comprising an interface client adapted for submitting information about the 
interface client (see column 4, line 21 ) along a first wireless communication path (see 
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column 4, lines 24-25) to a wireless device (see column 4, line 23) in proximity of the 
interface client, the interface client having a displaying adapted for displaying content 
received by the interface client along the first wireless communication path (see column 
4, lines 30-32); and the wireless device, adapted for receiving along the first wireless 
communication path the interface client information (see column 9, lines 40-49), 
receiving the content along a second wireless communication path from a remote 
source (see column 4, lines 39-47) and conveying the content to the interface client 
along the first wireless communication path (see column 4, lines 30-32), wherein one of 
the interface client, the wireless device and the remote source is adapted to format the 
content based on the submitted information from the interface client (see column 10, 
line 65 through column 1 1 , line 3). 

8. Regarding claims 2 and 10, Kobayashi disclosed receiving a signal from the 
wireless device when the wireless device is in proximity of the interface client prior to 
submitting the information about the interface client to the wireless device (see column 

9, lines 34-36; column 12, lines 8-10, 54-60). 

9. Regarding claims 3 and 1 1 , Kobayashi disclosed the signal from the wireless 
device transmitted from the wireless device in response to a prior signal transmitted 
from the interface client (see column 2, lines 35-37; column 9, lines 27-28; column 12, 
lines 1-2, 52-53). 

10. Regarding claims 4 and 12, Kobayashi disclosed the signal from the wireless 
device including information identifying a user of the wireless device (see column 9, 
lines 34-36). 
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11. Regarding claims 5 and 13, Kobayashi disclosed the information about the 
interface client including information about the capabilities of the interface client (see 
column 9, lines 40-45) and information about an input device of the interface client (see 
column 12, lines 25-27; column 13, lines 7-17). 

12. Regarding claims 6, 14, and 19, Kobayashi disclosed the remote source as a 
server (see column 4, lines 44-47). 

13. Regarding claims 8 and 20, Kobayashi disclosed the content formatted based on 
the submitted information about the interface client (see column 12, lines 22-32). 



Response to Arguments 

14. Applicant's arguments filed 03/06/06 have been fully considered but they are not 
persuasive. 

15. Applicant traverses the rejection of claims 1-6, 8-14, 17, 19, and 20 under 35 
U.S.C. 102(e) as being anticipated by Kobayashi (U.S. Pat. No. 6,633,759). 

16. Regarding claim 1 , Applicant asserts that Kobayashi does not anticipate the 
claim since the claim requires, among other things, that the wireless device be in the 
direct and physical control of a user and at the same time that the interface client 
display content. To this issue, Applicant notes that Kobayashi appears to be directed to 
two separate and unique embodiments of communicating between a mobile device and 
a PC. Applicant argues that the cellular phone of Kobyashi must be equated to both the 
wireless device and the interface client, as it is allegedly the only device in the direct 
and physical control of a user and the only device that displays content. Applicant 
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similarly argues that the PC of Kobayashi's second embodiment must be equated to 
both the wireless device and the interface client. However, Examiner submits that this 
erroneously assumes that in the first embodiment, for example, the cellular phone is the 
interface client and that the PC does not display content. The fact that the cellular 
phone in the first embodiment displays content does not preclude the PC from doing so, 
and as such, it is not necessarily required that the cellular phone be considered the 
interface client instead of the PC. In fact, Examiner submits that Kobayashi clearly 
teaches that content can be received and displayed accordingly on the PC (see column 
4, lines 30-32; Fig. 12). It is not the position of Examiner that the cellular phone or PC 
serves as both claimed elements in one device, as argued by Applicant. Instead, 
Examiner submits that the various aspects of Kobayashi's two preferred embodiments 
clearly teach the claimed elements presented. As acknowledged by Applicant, 
Kobayashi teaches in the first embodiment that a user may directly control and 
manipulate a cellular phone, and in the second embodiment that the PC can be under 
the direct and physical control of a user (see Remarks, p. 6-7). Examiner submits that 
these aspects of Kobayashi clearly read on the claim limitation reciting "wherein the 
wireless device is in direct and physical control of a user". Further to this point, 
Examiner notes that the breadth of the claim language allows for such an interpretation, 
since it is not necessarily required by the claims that any other claimed feature, such as 
the displaying of content, is a direct result of the direct and physical control of a user. In 
fact, the claim language in no way describes that any function, claimed or not, is at all 
related to the direct and physical control of the wireless device by a user, and it is 
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instead that the direct and physical control is a simple matter of fact with no claimed 
result. 

17. Additionally, Although Applicant asserts that the two embodiments disclosed by 
Kobayashi are separate and unrelated, Examiner submits that as outlined in MPEP § 
2123, patents are relevant as prior art for all they contain: 

"The use of patents as references is not limited to what the patentees describe 
as their own inventions or to the problems with which they are concerned. They are part 
of the literature of the art, relevant for all they contain." In re Heck, 699 F.2d 1331, 1332- 
33, 216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting In re Lemelson, 397 F.2d 1006, 
1009, 158 USPQ 275, 277 (CCPA 1968)). A reference may be relied upon for all that it 
would have reasonably suggested to one having ordinary skill the art, including non- 
preferred embodiments. Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 
1843 (Fed. Cir.), cert, denied, 493 U.S. 975 (1989). See also Celeritas Technologies Ltd. 
v. Rockwell International Corp., 150 F.3d 1354, 1361, 47 USPQ2d 1516, 1522-23 (Fed. 
Cir. 1998). " The prior art's mere disclosure of more than one alternative does not 
constitute a teaching away from any of these alternatives because such disclosure does 
not criticize, discredit, or otherwise discourage the solution claimed ...." In re Fulton, 391 
F.3d 1195, 1201, 73 USPQ2d 1141, 1146 (Fed. Cir. 2004). (emphasis added) 
Therefore, Examiner submits that Kobayashi clearly teaches in all disclosed 

embodiments both the wireless device and the interface client, where the wireless 

device is in direct and physical control of a user as claimed. 

18. Regarding claim 9, Applicant asserts that Kobayashi does not teach 
communication with a remote source (i.e., a server). However, Examiner submits that 
communication with a server can be clearly seen throughout the disclosure of 



Application/Control Number: 09/695,51 8 Page 8 

Art Unit: 2144 

Kobayashi (see column 4, lines 33-47; column 5, lines 3-7; column 13, line 62 through 
column 14, line 11; Fig. 12). Additionally, Examiner submits that Kobayashi clearly 
teaches the broad concepts of a second wireless path from the server (see column 14, 
lines 4-6) and conveying content to the interface client along the first wireless 
communication path (see column 4, lines 18-32; column 12, lines 8-16) as claimed. 
Further to this issue, Applicant asserts that Kobayashi does not teach formatting content 
for display on an interface client based on the submitted information from the interface 
client, as Kobayashi does not disclose formatting content based on the submitted 
information, since no such information is submitted. However, Examiner submits that 
Kobayashi reads on the broad concept of submitting device information and using such 
information in formatting content for display, as Kobayashi disclosed submitting ID 
information during a link negotiation (see column 8, lines 31-42; column 9, lines 25-35). 
The ID information, for example, "confirms that the requesting party is the cellular phone 
2 from the ID information contained in the link establish request" (see column 8, lines 
35-37), which allows for the situation where "the personal computer engine 15 controls 
the baseband unit 10 in the wireless communication module 7, so that screen data 
equivalent to a screen showing a list of all kinds of software is sent to the cellular phone 
2 by a wireless radio wave" (see column 8, lines 47-55). Clearly, the information 
ascertained from the ID information that the destination device is a cellular phone is 
used by the PC to generate (i.e., format) the radio wave containing the content 
information, thus reading on the broad concept of formatting content based on 
submitted information as claimed. 
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19. Regarding claim 17, Applicant asserts that Kobayashi fails to teach a wireless 
device separate and distinct from the interface client. Examiner submits that this is 
clearly taught by Kobayashi, as argued above with respect to claim 1 . Applicant further 
asserts that the first embodiment of Kobayashi fails to teach communication with a 
remote source. Examiner submits that this concept is clearly taught by Kobayashi, as 
argued above with respect to claim 9. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph R. Maniwang whose telephone number is (571) 

272- 3928. The examiner can normally be reached on Mon-Fri 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William C. Vaughn can be reached on (571) 272-3922. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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